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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to the amendment filed on January 3, 2008. 
The amendment did not add nor delete any claims, but did amend Claims 1 , 3, 9, 1 7, 
and 22. Thus, Claims 1- 24 remain currently pending and have been considered below. 

Claim Rejections - 35 USC §112 

2. The amendment filed on January 3, 2008 amended Claims 3 and 22 overcoming 
the rejections of these claims in paragraphs 4 and 5 of the October 3, 2007 Office 
Action. Thus, the Examiner hereby withdraws those rejections. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 17-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Walker 
etal (6,119,099). 

Examiner's Note: It appears that the Applicant is attempting to invoke 35 U.S.C. 1 1 2, 
6 th paragraph by using means-plus-function language in Claims 17-24 ("means for 
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receiving", "means for calculating", "means for submitting", etc.). In order to 
successfully invoke the 6 th paragraph, a claim must pass a three-prong test. First, the 
claim itself must contain means-plus-function language. Second, the claim must not 
contain structural limitations to the means. Third, the specification must explicitly point 
out and define the physical structural limitations of the means. While the above claims 
pass the first of the three prongs by using "means for receiving" etc., the claims do not 
pass the second of the three prong test by including the structural limitation in the 
preamble of Claim 1 7 that the means are instructions (i.e. a computer program). Thus, 
none of the claims successfully invoke the 6 th paragraph. Therefore, the Examiner will 
consider the claimed means as any physical or virtual means for performing the related 
function. 

Claim 17: Walker discloses a computer readable medium containing computer 
instructions for performing steps, comprising: 

a. receiving a request to purchase a first item from a customer (column 2, lines 
19-44 and column 6, lines 5-13); 

b. calculating a discount on a second item after the request to purchase the first 
item has been received (column 2, lines 19-44 and column 6, lines 30-54); 

c. receiving a request and confirmation to purchase the second item (i.e. 
acceptance of the offer by the customer)(column 2, lines 19-44 and column 6, lines 30- 
54); and 
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d. fulfilling the order to complete the purchase of the first and second items in 
accordance with the order (column 2, lines 19-44 and column 6, lines 30-54). 

Claim 18: Walker discloses a computer readable medium as in Claim 17 above, and 
further discloses displaying information relating to the first item to the customer (column 
2, lines 19-44 and column 6, lines 30-54). 

Claim 19: Walker discloses a computer readable medium as in Claim 17 above, and 
further discloses calculating a discount for the second item based on the first item 
(column 2, line 19-44 and column 6, lines 30-54). 

Claim 20: Walker discloses a computer readable medium as in Claim 19 above, and 
further discloses calculating a discount for the second item based on the price of the 
first item (column 2, lines 19-44 and column 6, lines 30-54). 

Claim 21: Walker discloses a computer readable medium as in Claim 17 above, and 
further discloses calculating a discount for the second item based on the identity of the 
second item (column 2, lines 19-44 and column 6, lines 30-54). 

Claim 22: Walker discloses a computer readable medium as in Claim 21 above, and 
further discloses calculating a discount for the second item based on the price of the 
second item (column 2, lines 19-44 and column 6, lines 30-54). 
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Claim 23: Walker discloses a computer readable medium as in Claim 17 above, and 
further discloses displaying information relating to the second item to the customer 
(column 2, line 19-44 and column 6, lines 30-54). 

Claim 24: Walker discloses a computer readable medium as in Claim 17 above, and 
further discloses displaying information including the price of the first and second items 
and the discount to the customer (column 2, lines 19-44 and column 6, lines 30-54). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walker et al (6,1 1 9,099) in view of Swartz et al (6,837,436). 

Claims 1 and 9: Walker discloses a system and method, comprising: 

a. receiving a request to purchase a first item from a customer (column 2, lines 
19-44 and column 6, lines 5-13); and 
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b. offering a discount for the purchase of a second item based on the previously 
received indication to purchase the first item (column 2, lines 19-44 and column 6, lines 
30-54). 

Walker discloses a merchant offering one or more items for sale to the customer, 
but does not explicitly disclose offering the items via an Internet server. However, 
Swartz discloses a similar system and method for offering a discount for a second item 
via an Internet server (column 1 0, lines 23-49; column 1 2, line 32 - column 1 3, line 34; 
and column 33, lines 56-59). Therefore, it would have been obvious to one having 
ordinary ski8ll in the art at the time the invention was made for Walker to include 
"virtual" merchants (i.e. merchants on the Internet) as the selling entities. One would 
have been motivated to present the items and to complete the transaction over the 
Internet in order to expand the realm of potential customers and in view of Walker 's 
disclosure that the point-of-sale terminal may be "many types of POS terminals, besides 
those requiring cashiers" (column 13, lines 65-67). 

Claims 2 and 1 0: Walker and Swartz disclose a system and method as in Claims 1 and 
9 above, and Walker further discloses calculating a discount for the second item based 
on the first item (column 2, line 19-44 and column 6, lines 30-54). 



Claims 3 and 1 1 : Walker and Swartz discloses a system and method as in Claims 1 
and 9 above, and Walker further discloses receiving a selection of the second item (i.e. 
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acceptance of the offer by the customer) and supplying the second item price (column 
2, lines 19-44 and column 6, lines 30-54). 

Claims 4 and 12: Walker and Swartz disclose a system and method as in Claims 3 and 
1 1 above, and Walker further discloses calculating a discount for the second item based 
on the price of the second item (column 2, lines 19-44 and column 6, lines 30-54). 

Claims 5 and 13: Walker and Swartz disclose a system and method as in Claims 3 and 
1 1 above, and Walker further discloses receiving a request to purchase the second item 
(i.e. acceptance of the offer by the customer) and compiling the purchase order for the 
first and second items(column 2, lines 19-44 and column 6, lines 30-54). 

Claims 6 and 14: Walker and Swartz disclose a system and method as in Claims 5 and 

13 above, and Walker further discloses applying the discount to the order (column 2, 
lines 19-44 and column 6, lines 30-54). 

Claims 7 and 15: Walker and Swartz disclose a system and method as in Claims 6 and 

14 above, and Walker further discloses presenting the compiled order to the customer 
and receiving confirmation from the customer (column 2, lines 19-44 and column 6, 
lines 30-54). 
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Claims 8 and 16: Walker and Swartz disclose a system and method as in Claims 5 and 
1 4 above, and Walker further discloses submitting the order for fulfillment to complete 
the purchase (column 2, lines 19-44 and column 6, lines 30-54). 



Response to Arguments 

7. Applicant's arguments filed January 3, 2008 have been fully considered but they 
are not persuasive. 

a. The Applicant argues that Walker does not calculate a discount on the 
purchase price on a second item (pages 7-8). However, the Examiner notes that 
Walker discloses calculating the difference between the sales price of the first item 
being purchased by the customer and the amount tendered (i.e. the round-up amount). 
This amount is then cross-checked with the upsell prices in the upsell database. The 
upsell database contains an upsell price or range of prices for each upsell item. For 
example, in Figure 3, table 28 shows the regular retail prices for the items and table 30 
shows the upsell price range for an item which is the range of prices between the 
wholesale cost and the difference between the retail prices of a small soda and a large 
soda (90 cents minus 55 cents). Item 74 shows the round-up amount which is the 
difference between the retail cost of the first item and the amount tendered by the 
customer. Upon receiving an indication that the customer wants to purchase the first 
item (small soda), the system calculates the round-up amount, looks in the upsell 
database to see if there is a matching upsell - - one whose upsell price range 
encompasses the round-up price. If a match is found, the customer is offered the 
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second item (upsell) for a discount price equal to the round-up amount. In the example 
shown in Figure 3, this would result in the customer receiving a 7 cent discount on a 
large soda. In Figure 4, Walker discloses that instead of receiving a discount on a 
replacement item (large soda instead of a small soda), the discount can be for a 
completely different second item. For example, Upsell Code B (see Column 104) 
shows if the round-up amount is between 50 cents and 80 cents, the customer would be 
offered an upgrade to an extra large soda, an upgrade to a deluxe taco, and/or a 
coupon for a free taco. The discount price to the customer for upsell item would be 
equal to the round-up amount. Thus, Walker discloses calculating a discount on the 
second item. 

b. As per the argument that the discount on the second item not being 
offered "after the request to purchase the first item has been received" (page 8), the 
Examiner notes that since Walker first calculates the difference between the price of the 
first item and the amount tendered, i.e. the round-up amount, it is inherent that the 
discount offer for the second item cannot be made prior to the customer's selection of 
the first item. 

c. The Applicant also argues that Walker does not disclose "calculating a 
discount on the second item is based on the identity or the price of the first item" (page 
8). The Examiner notes that Walker explicitly uses the price of the first item and the 
amount tendered by the customer to determine the round-up amount, which then 
becomes the discount price of the second item. (Inherently, the difference between the 
retail price of the second item and the discount price is the discount amount.) There is 
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no difference between saying that the customer can buy the second item (with a retail 
price of $2.00) for $1 .90 or saying that the customer can buy the second item and get a 
10 cent discount. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES W. MYHRE whose telephone number is 
(571)272-6722. The examiner can normally be reached on Monday through Thursday 
6:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JWM 

February 19, 2008 



/James W Myhre/ 

Primary Examiner, Art Unit 3622 



